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DETAILED ACTION 

1. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

2. Applicant cannot rely upon the foreign priority papers to overcome any rejection because 
a translation of said papers has not been made of record in accordance with 37 CFR 1 .55. See 
MPEP§ 201.15. 

Specification 

3. The lengthy specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

5. The product by process limitations in these claims ("formed by plating") are directed to 
the product per se, no matter how actually made, In re Hirao, 190 USPQ 15 at 17 (footnote 3). 
See also In re Brown, 173 USPQ 685; In re Luck, 177 USPQ 523; In re Fessman, 180 USPQ 
324; In re Avery, 186 USPQ 161; In re Wertheim, 191 USPQ 90 (209 USPQ 554 does not deal 

0 
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with this issue); In re Marosi et al, 218 USPQ 289; and particularly In re Thorpe, 227 USPQ 
964, all of which make it clear that it is the patentability of the final structure of the product 
"gleaned" from the process limitations or steps, which must be determined in a "product by 
process" claim, and not the patentability of the process limitations. Moreover, an old or obvious 
product produced by a new method is not a patentable product, whether claimed in "product by 
process" claims or not. Note that the applicant has the burden of proof in such cases, as the 
above case law makes clear. 

6. Claims 1-2 are rejected under 35 U.S.C. 102(e) as being anticipated by Kawasaki et al 
(US PAP No. 2002/0008936 Al). 

The applied reference has a common inventor with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1 . 132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

As recited in claim 1, Kawasaki et al show soft magnetic film comprising an alloy which 
is represented by the formula FeNiRe (see \ 0013, "a soft magnetic film comprising a FeNi alloy 
containing at least one element a selected from Tc, Ru, Rh, Pd, Re, Os, Ir and Pt"). 

The disclosed range of mass percentages overlaps the claimed range of mass percentages 
(see \ 0013 and 0015, "wherein the composition ratio of the element a is 1% by mass to 10% by 
mass",."Fe composition ratio of 55% by mass to 90% by mass, 72% by mass or more, or 68% by 
mass or more"). 



Application/Control Number: 1 0/660, 1 65 Page 4 

Art Unit: 2653 

7. Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by Dykes et al (US Pat. 
No. 6586069 B2). 

As recited in claim 1, Dykes et al show a soft magnetic film comprising an alloy which is 
represented by the formula FeNiRe ("NiFeRe", see col. 5, line 34). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

10. The product by process limitations in these claims ("formed by plating") are directed to 
the product per se, no matter how actually made, In re Hirao, 190 USPQ 15 at 17 (footnote 3). 
See also In re Brown, 173 USPQ 685; In re Luck, 111 USPQ 523; In re Fessman, 180 USPQ 
324; In re Avery, 186 USPQ 161; In re Wertheim, 191 USPQ 90 (209 USPQ 554 does not deal 
with this issued; In re Marosi et al, 218 USPQ 289; and particularly In re Thorpe, 221 USPQ 
964, all of which make it clear that it is the patentability of the final structure of the product 
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"gleaned" from the process limitations or steps, which must be determined in a "product by 
process" claim, and not the patentability of the process limitations. Moreover, an old or obvious 
product produced by a new method is not a patentable product, whether claimed in "product by 
process" claims or not. Note that the applicant has the burden of proof in such cases, as the 
above case law makes clear. 

1 1 . Claims 2-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dykes et al 
(US Pat. No. 6586069 B2). 

Dykes et al show a film as described above for claim 1 . 

Dykes et al are silent regarding the numerical ranges specifically recited in claims 2-7. 

It is notoriously old and well known in the magnetic head art to routinely modify a 
magnetic head structure in the course of routine optimization/ experimentation and thereby 
obtain various optimized relationships including those set forth in claims 2-7. 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to have had the magnetic head of Dykes et al satisfy the relationships set 
forth in claims 2-7. The rationale is as follows: one of ordinary skill in the art would have been 
motivated to have had the magnetic head of Dykes et al satisfy the relationships set forth in 
claims 2-7 since it is notoriously old and well known in the magnetic head art to routinely 
modify a magnetic head structure in the course of routine optimization /experimentation and 
thereby obtain various optimized relationships including those set forth in claims 2-7. Moreover, 
absent a showing of criticality (i.e., unobvious or unexpected results), the relationships set forth 
in claims 2-7 are considered to be within the level of ordinary skill in the art. 
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Additionally, the law is replete with cases in which when the mere difference between the 
claimed invention and the prior art is some range, variable or other dimensional limitation within 
the claims, patentability cannot be found. 

It furthermore has been held in such a situation, the Applicant must show that the 
particular range is critical, generally by showing that the claimed range achieves unexpected 
results relative to the prior art range. In re Woodruff, 919 F.2d 1575, 1578, 16 USPQ2d 1934, 
1936 (Fed. Cir. 1990). 

Moreover, the instant disclosure does not set forth evidence ascribing unexpected results 
due to the claimed ranges. See Gardner v. TEC Systems, Inc., 725 F.2d 1338 (Fed. Cir. 1984), 
which held that the dimensional limitations failed to point out a feature which performed and 
operated any differently from the prior art. 

12. Claims 8-1 1 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Huai 
et al (US Pat. No. 61 18629) in view of Dykes et al (US Pat. No. 6586069 B2). 

As recited in claim 8, Huai et al show a thin film magnetic head (see Fig. 5) comprising: 
a lower core 22 layer composed of a magnetic material, an upper core layer 28 formed above the 
lower core layer with a magnetic gap 42 provided therebetween, and a coil layer (32B, for 
example) applying a recording magnetic field ("inductive", see col. 4, line 13) to the two core 
layers, wherein at least one of the two core layers is (inherently) composed of a soft magnetic 
film. 

As recited in claims 8 and 10, Huai et al are silent regarding an alloy which is represented 
by the formula FeNiRe. 
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As recited in claims 8 and 10, Dykes et al show an alloy which is represented by the 
formula FeNiRe ("NiFeRe", see col. 5, line 34). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use FeNiRe as the soft magnetic film of the upper and lower cores. The rationale is 
as follows: one of ordinary skill in the art would have been motivated to use FeNiRe as the soft 
magnetic film of the cores in order to satisfy specific use and performance parameters by 
selection of a ferromagnetic material suitable for a magnetic head as taught by Dykes et al (see 
col. 5, lines 30-34, "The selection of a magnetic material also depends on the specific use and 
performance parameters. For magnetic heads, suitable ferromagnetic materials include, for 
example, Ni, Co, NiFe, CoFe, CoZrNb, NiFeCr, AlSiFe, NiFeRe, combinations thereof and 
alloys thereof"). 

As recited in claim 9, Huai et al show a bulged lower magnetic pole layer 26 formed on 
the lower core layer at a face 70 opposing a recording medium. 

As recited in claim 1 1 , Huai et al show a magnetic pole portion (including 30 and 26) 
which is disposed between the lower core layer and the upper core layer, the width of the 
magnetic pole portion in a track width direction being set to smaller (see Fig. 4) than that of each 
of the lower core layer and the upper core layer, wherein the magnetic pole portion is composed 
of a lower magnetic pole layer 26 in contact with the lower core layer 22, an upper magnetic pole 
layer 30 in contact with the upper core layer 28, and a gap layer 42 located between the lower 
magnetic pole layer and the upper magnetic pole layer, or the magnetic pole portion is formed of 
an upper magnetic pole layer 30 in contact with the upper core layer and a gap layer 42 located 
between the upper magnetic pole layer and the lower core layer. 
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As recited in claim 13, Huai et al show a thin film magnetic head (see Fig. 5) comprising: 
a lower core layer 22, an upper core layer 28, and a magnetic pole portion (including 30 and 26) 
located between the lower core layer and the upper core layer, the width of the magnetic pole 
portion in a track width direction being set to smaller (see Fig. 4) than that of each of the lower 
core layer and the upper core layer, wherein the magnetic pole portion is formed of a lower 
magnetic pole layer 26 in contact with the lower core layer, an upper magnetic pole layer 30 in 
contact with the upper core layer, and a gap layer 42 located between the lower magnetic pole 
layer and the upper magnetic pole layer, or the magnetic pole portion is formed of an upper 
magnetic pole layer 30 in contact with the upper core layer and a gap layer 42 located between 
the upper magnetic pole layer and the lower core layer, and at least one of the upper magnetic 
pole layer and the lower magnetic pole layer is (inherently) composed a soft magnetic film. 

As recited in claim 13, Huai et al are silent regarding an alloy which is represented by the 
formula FeNiRe. 

See teachings, rationale and motivations for combining teachings above for claim 8. 

Allowable Subject Matter 

13. Claims 12 and 14 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to applicants 
disclosure. Jones ("Fabrication of Film Heads with High Moment Materials", 1998, Acta- 
Materialia v. 46 no. 1 1 pp. 3805-12) teaches that "Plated materials have an immediate advantage 



Application/Control Number: 1 0/660, 1 65 Page 9 

Art Unit: 2653 

in that almost all film heads currently made use plated Ni 8 oFe 2 o. In principle the implementation 
of a new plated material would have only a secondary effect on the total manufacturing process. 
It is hoped the changeover would require only simple changes in the plating bath chemistry and 
operating conditions" (see page 3807). 

15. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Julie Anne Watko whose telephone number is (571) 272-7597. 
The examiner can normally be reached on Monday-Thursday until 4:45PM, and Friday until 
6PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, William R. Korzuch can be reached on (571) 272-7589. The fax phone number for 

the organization where this application or proceeding is assigned is 571-273-8300. 

Julie Anne Watko 
Primary Examiner 
Art Unit 2653 

November 30, 2005 — 

JAW X 



